United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/061,170 


02/01/2002 


Andrew D. Padawer 


50037.92US01 


9151 



23552 7590 02/09/2005 

MERCHANT & GOULD PC 
P.O. BOX 2903 

MINNEAPOLIS, MN 55402-0903 



EXAMINER 



CHOW, MING 



ART UNIT 



PAPER NUMBER 



2645 

DATE MAILED: 02/09/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO 90C (Rev 10/03) 



Office Action Summary 


Application No. 

10/061,170 


Applicants) 
PADAWER ETAL 


Examiner 

Ming Chow 


Art Unit 

2645 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )[><] Responsive to communication(s) filed on 23 November 2004 . 
2a)[X] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-27 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notlce of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 
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Application/Control Number: 1 0/061 , 1 70 Page 2 

Art Unit: 2645 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

L Regarding claims 25-27, the term "substantial" renders the claim indefinite because it is 
unclear whether the limitation(s) following the term are part of the claimed invention. See 
MPEP§ 2173.05(d). 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The following shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying out 
his invention. 

2. Claim 25-27 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and/or use the 
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invention. The phrase "the criteria corresponds to a substantial match between a character string 
in the relevant fields of the contact and a character string associated with the call ID" is not 
disclosed by the specification. The specification, on line 14-17, 25-28 page 9, discloses criteria 
are "number matching" but NOT "character string matching". 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

3. Claims 1-2, 9-14, 20, 22 are rejected under 35 U.S.C. 102(e) as being anticipated by Sato 
etal (US: 6512819). 
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Regarding claims 1, 9, 10, 1 1, 13, 14, 20, 22, Sato et al teach on column 1 line 51, 
retrieving the caller ID by extracting identification information indicating the caller. 

Sato et al teach on column 1 line 55, information registered into the telephone directory 
(reads on claimed "determining a candidate set of contacts"). 

Sato et al teach on column 1 line 49-50, 56-58, registering image data and displaying 
registered image data in accordance with a result of the comparison. Therefore, "image" is the 
claimed "criteria" for the registered data. 

Sato et al teach on column 1 line 54-55, comparison (claimed "match") between extracted 
identification and telephone directory and obtain an image (claimed "call related contact 
information") for displaying and indicating who is calling. 

Sato et al teach on item 102 Fig. 1, a processor, item 101 Fig. 1, a display, item 105 Fig. 
1, wireless communication means (reads on claimed "mobile device"). 

Regarding claims 2, Sato et al teach on column 1 line 51-52, identification of a caller 
(reads on "inbound phone call to the calling party"). 

Regarding claim 12, Sato et al teach on column 1 line 63-65, Fig. 1, means for 
transmitting (claimed "hot link") image from directory database to the display. 



Application/Control Number: 10/061,170 
Art Unit: 2645 



Page 5 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sato et al, and in 
view of Ito (JP: 02000253373). 

Sato et al failed to teach "the phone call includes an outbound phone call from the calling 
party". However, Ito teaches on SOLUTION - when making an outbound call, the destination 
number and the face picture of the called party is displayed. 

It would have been obvious to one skilled at the time the invention was made to modify 
Sato et al to have the "the phone call includes an outbound phone call from the calling party" as 
taught by Ito such that the modified system of Sato et al would be able to support the system 
users a confirmation of the party that is called. 

5. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sato et al, and in 
view of McAllister et al (US: 6421672). 

Sato et al failed to teach "pre-processing the call ID to remove extraneous characters 
from the call ID". However, McAllister et al teach on column 4 line 4, removing extraneous 
character from "COOKE" to identify "COOK". 
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It would have been obvious to one skilled at the time the invention was made to modify 
Sato et al to have the "pre-processing the call ID to remove extraneous characters from the call 
ID" as taught by McAllister et al such that the modified system of Sato et al would be able to 
support the system users to accurately identify a contact by eliminating extraneous characters. 

6. Claims 5-8, 15-19, 23, 24-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sato et al (US: 6512819), and in view of Davis et al (US: 5485373). 

Regarding claims 5, 15, 18, 19, 23, 25-27 Sato et al failed to teach "performing a Boyer 
Moore fast approximation". However, Davis et al teach on column 2 to column 22, text 
searching in a database by using Boyer Moore process. The "text searching" is the claimed 
"match between character strings". 

It would have been obvious to one skilled at the time the invention was made to modify 
Sato et al to have the "performing a Boyer Moore fast approximation" as taught by Davis et al 
such that the modified system of Sato et al would be able to support the system users to 
accurately identify a contact by performing the well known Boyer Moore process. 

Regarding claims 6, 16, 17, 24, Sato et al failed to teach "performing a tail end match". 
However, Davis et al teach on column 16 line 52-61, the Boyer Moore process performs 
comparison in reverse order (claimed "tail end match"). 

It would have been obvious to one skilled at the time the invention was made to modify 
Sato et al to have the "performing a tail end match" as taught by Davis et al such that the 
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modified system of Sato et al would be able to support the system users to accurately identify a 
contact by performing the tail end comparison using the Boyer Moore process. 

Regarding claim 7, the modified system of Sato et al in view of Davis et al as stated in 
claim 6 above failed to teach "the extraneous characters removed before performing the tail end 
match". However, Davis et al teach on column 15 line 24-34, unmapped characters are removed. 

It would have been obvious to one skilled at the time the invention was made to modify 
Sato et al in view of Davis et al to have the "the extraneous characters removed before 
performing the tail end match" as taught by Davis et al such that the modified system of Sato et 
al in view of Davis et al would be able to support the system users to accurately identify a 
contact by removing the extraneous characters. 

Regarding claim 8, by combining Sato et al and Davis et al, Davis et al teach Boyer 
Moore process to eliminate ambiguity to identify a contact. Sato et al teach displaying the 
identified contact. 

7. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sato et al, and in 
view of Kim (US: 6397078). 

Sato et al failed to teach "a touch-sensitive display". However, Kim teaches on column 1 
line 49-52, a touch sensitive display screen. 
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It would have been obvious to one skilled at the time the invention was made to modify 
Sato et al to have the "a touch-sensitive display" as taught by Kim such that the modified system 
of Sato et al would be able to support the system users a better user interface. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed 
until after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX MONTHS from the 
date of this final action. 
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8. Any inquiry concerning this application and office action should be directed to the 
examiner Ming Chow whose telephone number is (703) 305-4817. The examiner can normally 
be reached on Monday through Friday from 8:30 am to 5 pm. If attempts to reach the examiner 
by telephone are unsuccessful, the examiner's supervisor, Fan Tsang, can be reached on (703) 
305-4895. Any inquiry of a general mature or relating to the status of this application or 
proceeding should be directed to the Customer Service whose telephone number is (703) 306- 
0377. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to Central FAX Number 703-872-9306. 



Patent Examiner 
Art Unit 2645 



Ming Chow 





